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REMARKS/ARGUMENTS 

Claims 1-31 were pending in the present application. Claims 2, 6, 9 and 24-26 have been 
canceled. Claim 32 has been added. Therefore, claims 1, 3-5, 7, 8, 10-23 and 27-32 are now 
pending in the application. 

The abstract has been objected to for being in improper format. Applicant has replaced 
the abstract with a new abstract, Applicant requests withdrawal of this objecuon. 

The drawings are objected to for not showing two reference numbers that are not 
mentioned in the specification. Applicant has amended the specification to mention the 
reference numbers shown in the drawings. Applicant requests withdrawal of this objection. 

The Office action indicates that claims 4 and 27 are allowable if rewritten in independent 
form. Accordingly, each of the claims 4 and 27 is amended to include the limitations of its 
independent base claim. Therefore, claims 4 and 27 are in condition for allowance. 

Claims 24-26 have been rejected under 35 U.S.C. 102(b) over Silvestrini (U.S. 
4,708432). Applicant has canceled claims 24-26. 

Claims 1-3, 5-16, 28 and 30 have been rejected under 35 U,S,C. 103(a) over Biedermann 
(DE 10055891 Al) in view of Silvestrini. 

Claim 1 has been amended to all of the limitations of claim 6. Claim 1 recites wherein 
the thread section and the holding element are dimensioned such, that the bone screw can be 
fully immersed in the opening created when screwing in; and wherein ihe holding element 
further comprises a stop located between the first section and the second section to prevent 
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further penetration of the holding element into the thread section. In contrast, Biedermann and 
Silvestrini do not disclose or suggest the noted limitations of claim 1. 

Referring to FIG. 1 of Biedermann, a tubular body 1 is shown with a bone thread 4 and a 
plurality of apertures 3 on the wall of the tubular body 1- A tip 6 can be connected to one end of 
the tubular body 1, while a head 8 can be connected to the opposite end of the tubular body 1. 
However, Biedermann does not disclose or even suggest a holding element comprising a stop 
located between the first section and the second section to prevent further penetration of the 
holding element into the thread section, as recited in claim 1 of the present application. 

Applicant submits that Silvestrini also fails to disclose or even suggest the noted 
limitations of claim L Referring to FIGS. I and 2, and col. 3 f lines 22-62 of Silvestrini, a 
prosthesis fixation device 1 is disclosed that has a hollow elongated sleeve ? for insertion into a 
drilled hole in a bone. A wedge 9 is inserted in the sleeve 3 and a locking nut 1 1 is screwed into 
the sleeve 3. A washer 15 having a cup portion 17 suirounded by a flange portion 19 is inserted 
over the nut 11, and a bolt 21 having a head 23 engages nut 11 and the cup portion 17 of washer 
15. As shown in FIG. 9, the flange 19 of the washer 15 lies on the surface of the bone so that the 
pretensioned prosthesis 65 cannot pull the fixation device into the drill hole. However, 
Silvestrini does not disclose or even suggest a stop located between the first section and the 
second section to prevent further penetration of the holding element into the thread section, 
wherein the thread section and the holding element including the stop are dimensioned such, that 
the bone screw can be fully immersed in the opening created when screwing in. 

Applicant further submits that one of ordinary skill in the art would not have combined 
Biedermann with Silvestrini because Biedermann teaches away from Silvestrini. With reference 
to FIG. 1, Silvestrini discloses in col. 3, lines 58-61 that a "plurality of straight longitudinal 
ridges, e.g. 31, are provided around the outer wall 8 of the elongated sleeve 3 for preventing the 
rotation of the sleeve within a through drill hole in a patient's bone. 1 ' Silvestrini teaches away 
from a bone screw that can be rotaied for fixation in the bone. Biedermann, however, teaches a 
bone screw for fixation into a bone by being screwed in or threaded into a bone. Accordingly, 
the function of the fixation device of Silvestrini is contrary to the function the bone screw of 
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Biedermann. Therefore, one of ordinary skill in the art would not have combined Biedermann 
with Silvestrini to provide a bone screw as recited in claim 1 of the present application. 

Regarding the rejection of claim 28, Applicant has amended this claim to additionally 
recite securing the fixation device to the bone with at least one screw. In contrast, Biedermann 
and Silvestrini do not disclose or even suggest securing the fixation device to the bone with at 
least one screw. In Biedermann, the entire bone screw itself is secured to the bone by being 
threaded into the bone. Accordingly, Biedermann does not disclose or suggest securing the 
fixation device to the bone with at least one screw. In Silvestrini, the fixation device is secured 
to the bone with the counteracting forces from the washer 15 pressing on the surface of the bone 
and the tension in the pretensioned prosthesis 65. Accordingly, Silvestrini does not disclose or 
suggest securing the fixation device to the bone with at least one screw. 

For the foregoing reasons, Applicant believes that claim 1 is patentable over Biedermann 
in view of Silvestrini. Accordingly, dependent claims 3, 5, 7, 8, 10-16, 22, 23 and 28-31 are also 
patentable over Biedermann in view of Silvestrini. 

Claims 17-21 have been rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kubota (U.S. Publication 2001/0049528) in view of Chappius (U.S. Publication 2001/0021852). 
Applicant has amended claim 17 to recite a tip connectable to the first end of the thread section. 
In contrast, Kubota and Chappius do not disclose or suggest a tip connectable to the first end of 
the thread section. 

Referring to FIG. 1 of Kubota, the tip of the inner screw 20, which is referred to in 
Kubota as the thread 21, is inseparable from the inner screw 20 and forms an integral part of the 
inner screw 20. Accordingly, Kubota does not disclose or suggest a tip being connectable to the 
first end of the thread section. Referring to FIG, 1 of Chappius, the distal end 16 of the anchor 
10 is inseparable from the anchor 10 and forms an integral part of the anchor 10. Accordingly, 
Chappius also does not disclose or suggest a tip being connectable to the first end of the thread 
section. 
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Therefore, because Kubota and Chappius fail to disclose or even suggest a tip 
connectable to the first end of the thread section, claim 17 and dependent claims 18-21 are 
patentable over Kubota in view of Chappius. 

Claims 22 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Biedermann in view of Silvestrini further in view of Park (U.S. Patent S^OSTUll). As discussed 
above, because claim 1 is patentable over Biedermann in view of Silvestrini, dependent claims 
22 and 31 are patentable over Biedermann in view of Silvestrini further in view of Park. 

Claims 23 is rejected under 35 U.S.C 103(a) as being unpatentable over Biedermann in 
view of Silvestrini further in view of Adam (U.S. Publication 2005/0101958). As discussed 
above, because claim 1 is patentable over Biedermann in view of Silvestrini, dependent claim 23 
is patentable over Biedermann in view of Silvestrini further in view of Adam. 

Applicant has presented new claim 32, which is a combination of claims 1 and 9. Claim 
32, recites in part, a holding element comprising a first section for connection to the second end 
of the thread section and an elongated rod-like second section having a longitudinal length, a free 
end opposite the first section and a second external thread at the free end, and a nut configured to 
cooperate with the second external thread. Applicant believes that none of the cited references 
discloses or even suggest the second external thread at the free end of the rod-like second section 
and a nut configured to cooperate with the second external thread. Therefore, Applicant believes 
that claim 32 is patentabe over the cited references. 
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Based On the foregoing, Applicant believes that the claims are in condition for allowance. 



Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 




626/795-9900 

SM/kmg 
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